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Effects of Xerox v. Bytemark and Nested Bean Inc. v. 
Big Beings Pty Ltd 
By: Brandon R. Theiss, Volpe Koenig

I . Xer ox  Cor p. v. Bytem ar k , Inc.

In Xerox Corp12. v. Bytemark, Inc, (hereinafter  ?Xerox?) Dir ector  Vidal aff i rmed the Patent Tr ial and 
Appeals Board?s (hereinafter  ?Board?) decision denying the insti tution of Xerox?s Inter  Par tes Review  
(hereinafter  ?IPR?) peti tion IPR2022-00624 in the Dir ector?s sua sponte Director  Review. This 
precedential decision i l lustr ates the impor tance of providing more than conclusor y statements by an 
exper t in suppor t of an IPR Peti tion.

At issue in Xerox is US 10,360,567 (?567 Patent), which r elates to both a system and method for  the 
distr ibution of electronic tickets. The ?567 Patent descr ibes a process where a user  can obtain and save 
an electronic ticket (?e-ticket?) on devices l ike mobi le phones. Upon presenting the e-ticket, i t can be 
ver i f ied by personnel through the obser vation of a visual element that does not r equir e machine 
scanning. Fur thermore, the ?567 Patent outl ines a process for  checking the authentici ty of ticket data 
and the cor responding software on the user?s device to ensure no unauthor ized changes have been 
made. Of par ticular  impor tance, the invention detects a user?s fr audulent activi ty and stores the 
occur rence of such activi ty as a ?data value? in the data r ecord associated w ith the user?s account.

Xerox f i led an IPR peti tion challenging the val idi ty of the claims of the ?567 Patent, pointing to WO 
2009/141614 A1 by Ter rel l  (?Terel l?) and several other  secondar y r eferences. Xerox contended that 
Ter rel l  descr ibed a system wherein, after  identi fying fr audulent activi ty, ?the purchaser  of the ticket 
could be blocked from fur ther  use of the system or  pur sued in r espect of their  potential fr aud.? 
(Ter rel l , 14:15?17). Xerox fur ther  posi ted that an exper t in the f ield would infer  that such a r estr iction 
would necessi tate documenting the r estr iction in the user?s account data r ecord. Moreover , they 
argued that an exper t would deem i t logical to conclude that r estr icting the buyer?s access to the 
system would involve logging a data indicator  of the fr audulent activi ty in the user  account?s r elated 
data r ecord.

In suppor t of these contentions, Xerox r el ied upon an exper t?s declaration, which stated that a ski l led 
ar tisan ?would understand that [] blocking would r equir e r ecording the blocking in a data r ecord 
associated w ith that user?s account? and ?would f ind i t obvious that blocking the account of the 
purchaser  from fur ther  use of the system would include stor ing a data value indicating the fr audulent 
activi ty in a data r ecord associated w ith the user  account.? (Decision, 2-3).

In r esponse, Bytemark contended that Ter rel l  pr imar i ly suggests r estr icting a ticket buyer?s fur ther  
access to the Ter rel l  system due to suspected fr aud. However , Ter rel l  does not speci f ical ly mention that 
this would be executed by noting a data value indicating fr audulent behavior. Instead, other  potential 
methods, l ike erasing the user?s account or  r epor ting the user  for  fr audulent actions, might be implied. 
Bytemark fur ther  cr i ticized Xerox?s contentions, asser ting that a Person of Ordinar y Ski l l  in the Ar t 
(?POSITA?) would f ind the fr aud l imitation obvious, was conclusor y at best and improper ly attempts to 
use a POSITA?s common know ledge to supply a claim l imitation that is wholly missing from the pr ior  
ar t w i thout evidentiar y suppor t.
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The Board, in i ts Insti tution Decision, agreed w ith Bytemark and denied the insti tution of the IPR. The 
Board r easoned that the exper t?s declaration merely r epeated Xerox?s attorney?s argument verbatim 
w ithout providing any additional evidence or  technical r easoning. Accordingly, the Board afforded 
l i ttle weight to the exper t?s declaration, and as a r esult, Xerox fai led to meet i ts burden under  35 U.S.C. 
§ 314 of ?show [ing] that there is a r easonable l ikel ihood that the Peti tioner  would prevai l  w i th r espect 
to at least 1 of the claims challenged in the peti tion.? (35 U.S.C. § 314).

Xerox r equested a r ehear ing and Precedential Opinion Panel (?POP?) r eview  of the Board?s decision. 
However , Dir ector  Vidal inter ceded and ini tiated sua sponte Director  Review.

In the Dir ector  Review , Dir ector  Vidal agreed w ith the Board that the exper t declaration ?is conclusor y 
and unsuppor ted, adds l i ttle to the conclusor y asser tion for  which i t is offered to suppor t, and is 
enti tled to l i ttle weight.? (Decision, 5). Dir ector  Vidal r easoned that instead of ?setting for th facts and 
evidence in suppor t of [Xerox?s] asser tions,? the exper t testimony merely ?set[] for th [Xerox?s] 
conclusor y asser tions as though they [were] facts.? (Decision, 5). Accordingly, Dir ector  Vidal applied 
Federal Cir cui t precedent, including Upjohn Co. v. Mova Pharm. Corp., 225 F.3d 1306, 1311 (Fed. Cir. 
2000), which holds that a ?[l ]ack of factual suppor t for  exper t opinion to factual determinations, 
however , may render  the testimony of l i tt le probative value.? Therefore, Dir ector  Vidal aff i rmed the 
denial of the insti tution of an IPR in IPR2022-00624.

For  Pet i t i oner s

Director  Vidal?s decision in Xerox is consistent w ith the Federal Cir cui t?s holding in Facebook, Inc. v. 
Windy City Innovation (hereinafter  ?Facebook?). In Facebook, the Cour t aff i rmed the Board?s holding 
that independent claim 1 was not unpatentable as obvious over  the asser ted pr ior  ar t when ?the Board 
considered Facebook?s exper t?s testimony but determined that i t did not add mater ial ly to Peti tioner?s 
unpersuasive attorney argument? because i t merely r epeated Peti tioner?s argument, near ly verbatim, 
w ithout ci tation to the basis for  his testimony.? (Facebook, Inc. v. Windy City Innovations, LLC, 973 F.3d 
1321, 1340-41 (Fed. Cir. 2020)) (internal markup omitted). Accordingly, i t is cr i tical for  Peti tioners to 
include in their  exper t declarations a basis for  their  testimony and not merely base the testimony upon 
conclusor y facts.

For  Patent  Owner s

?Whether  the pr ior  ar t discloses a claim l imitation, whether  a ski l led ar tisan would have been 
motivated to modify or  combine teachings in the pr ior  ar t, and whether  she would have had a 
r easonable expectation of success in doing so are questions of fact.? (Univ. of Strathclyde v. Clear-Vu 
Lighting LLC, 17 F.4th155, 160 (Fed. Cir. 2021)) Dir ector  Vidal?s decision in Xerox highl ights that 
conclusor y exper t statements that merely par rot attorney argument are not facts and, therefore, 
cannot satisfy a Peti tioner?s burden for  the insti tution of providing ?[a] ful l  statement of the r easons 
for  r el ief r equested, including a detai led explanation of the signi f icance of the evidence including 
m ater ial  f acts.? (37 C.F.R. § 42.22(a)(2)) (emphasis added).

This is cr i tical ly impor tant for  a Peti tioner  in r ebutting invalidi ty contentions and/or  obviousness 
contentions that r equir e a motivation to combine. In fact, the Federal Cir cui t expressly holds that 
?conclusor y exper ttestimony and attorney argument cannot consti tute substantial evidence of a 
motivation to combine.? (Acoustic Tech., Inc. v. Itron Networked Sols., Inc., 949 F.3d 1366, 1375 (Fed. Cir. 
2020)). Accordingly, Patent Ow ners are well-ser ved to highl ight how  the exper t?s al leged motivation to 
combine is merely a conclusor y statement that is not suppor ted by objective factual suppor t and 
should therefore be afforded l i ttle weight.
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I . Nested Bean, Inc. v. Big Beings US Pty. Ltd

In Nested Bean, Inc. v. Big Beings US Pty. Ltd. et al. IPR2020-01234, (hereinafter  ?Nested Bean?) the 
Dir ector  of the US Patent & Trademark Off ice (?PTO?), addressed the patentabi l i ty of multiple 
dependent claims under  pre-AIA 35 U.S.C. § 112, f i f th paragraph3. The Dir ector  granted a r ehear ing 
and modif ied the Patent Tr ial & Appeal Board?s (?Board?) decision. The issue concerned whether  the 
patentabi l i ty of each ver sion of a multiple dependent claim should be separately evaluated when i t 
depends on multiple preceding claims. 

Speci f ical ly, at issue in Nested Bean is US Patent9,179,711 (??711Patent?) enti tled ?Swaddling Suit.? The 
'711 Patent per tains to a swaddling sui t designed to l imit the movement of a baby?s l imbs, thereby 
r educing the star tle r ef lex whi le permitting the arms to move to r each the mouth. The ?711 Patent is a 
US National phase entr y of a Patent Cooperative Treaty (?PCT?) Application that claims pr ior i ty to an 
Austral ian Patent Application. The ?711 Patent contains two independent claims, Claim 1 and Claim 2, 
and a complex set of dependent claims w ith multiple dependencies.4

Thecomplex set ofmultiple dependencies is show n in the fol low ing claim char t, which shows that 
purple claims depend on both independent Claim 1 (r ed) and Claim 2 (blue).

 

Although multiple dependencies are common in other  jur isdictions (e.g., Europe Patent Off ice) and 
permitted under  35 USC 112(5th),multiple dependencies are general ly disfavored in the United States 
because ?a separate fee is r equir ed in each application containing a proper  multiple dependent?5 
(MPEP 607 (II I)) and ?[f ]or  fee calculation purposes . . . a multiple dependent claim w i l l  be considered 
to be that number  of claims to which dir ect r eference is made therein. (37 C.F.R. § 1.75(c)). Accordingly, 
since i t is more expensive to f i le a US patent application w ith multiple dependencies, granted patents 
w ith multiple dependencies are r are.

In the case of the ?711 Patent, the complex multiple dependencies are l ikely the r esult of the ?711 
or iginating from Austral ia, where multiple dependencies are common and not subject to an additional 
sur charge.

Patent Ow ner , Big Beings, sued Nested Bean in the distr ict cour t of Massachusetts (Big Beings USA PTY 
Ltd. v. Nested Bean, Inc., No. 1:20-cv-10101- IT (D. Mass.)) and al leged that Nested Bean?s ?Zen One 
Classic Swaddle? infr inged the ?711 Patent.

Nested Bean responded to the sui t by f i l ing an Inter  Par tes Review  (?IPR?), IPR2020-01234, which 
challenged the val idi ty of Claims 1-18 of the ?711 Patent under  six  separate grounds. In i ts Final 
Wr i tten Decision, the Board found that Nested Bean had established that independent Claim 2 was 
unpatentable but had fai led to prove by a preponderance of the evidence that Claim 1 was 
unpatentable. With r egard to dependent claims 3-16, the Board found the claims to be unpatentable 
because ?we consider  claims 3?16 to be anticipated (or  r endered obvious below ) by the pr ior  ar t i f  
ei ther  ver sion of these claims (the ver sion depending from Claim 1 or  the ver sion depending Claim 2) 
is descr ibed by the pr ior  ar t.? (Final Wr i tten Decision, Pg. 35 n7).
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Big Beings r esponded to the Final Wr i tten Decision by r equesting a dir ector  r eview. In their  r equest, 
Big Beings contended that the Board?s determination of the lack of patentabi l i ty for  Claims 3 to 16 was 
mistaken because these claims were dependent on both Claim 1 and Claim 2. Since the Board did not 
identi fy suff icient evidence to declare Claim 1 as unpatentable, Big Beings contended that the ver sions 
of Claims 3 to 16 that r el ied on Claim 1 should also not have been deemed unpatentable as der ivatives 
thereto.

The Dir ector?s decision concluded that each ver sion of a multiple dependent claim should be evaluated 
individually, simi lar  to single dependent claims. In r eaching this conclusion, Dir ector  Vidal r ecognized 
that ?the Board?s consideration of multiple dependent claim patentabi l i ty as to each of i ts alternatively 
r eferenced claims is an issue of f i r st impression? due to the infr equency of challenged patents w ith 
multiple dependent claims. Accordingly, Dir ector  Vidal looked to the statutor y language of 35 U.S.C. 
§112(5th), which states:

- A claim in multiple dependent form shall  contain a r eference, in the alternative only, to more 
than one claim previously set for th and then speci fy a fur ther  l imitation of the subject matter  
claimed. A multiple dependent claim shall  not ser ve as a basis for  any other  multiple dependent 
claim. A m ul t i ple dependent  claim  shal l  be const r ued to i ncor por ate by r efer ence al l  t he 
l im i tat i ons of  the par t i cu lar  claim  in  r elat i on to which i t  i s being consider ed. (Emphasis 
added).

In addition, Dir ector  Vidal considered 35 U.S.C. §282 (a) in determining whether  multiple dependent 
claims should be evaluated separately for  each claim from which they depend. 35 U.S.C. §282 (a) states 
that:

- A patent shall  be presumed valid. Each claim of a patent (whether  in independent, dependent, 
or  m ul t i ple dependent  for m ) shal l  be pr esum ed val i d i ndependent ly of  the val i di t y of  
other  claim s; dependent  or  m ul t i ple dependent  claim s shal l  be pr esum ed val i d even 
though dependent  upon an i nval i d claim . The burden of establishing invalidi ty of a patent or  
any claim thereof shall  r est on the par ty asser ting such invalidi ty. (Emphasis added).

For  fur ther  insights, Dir ector  Vidal r el ied upon the Manual of Patent Examining Procedure (MPEP). The 
MPEP 608.01(n) states that:

- a multiple dependent claim, as such, does not contain al l  the l imitations of al l  the alternative 
claims to which i t r efer s, but r ather  contains in any one embodiment only those l imitations of 
the par ticular  claim refer red to for  the embodiment under  consideration. Hence, a m ul t i ple 
dependent  claim  m ust  be consider ed in  the sam e m anner  as a plur al i t y of  single 
dependent  claim s. (Emphasis added).

Accordingly, Dir ector  Vidal concluded that ?I interpret section 112, f i f th paragraph, to r equir e that the 
Board consider  separately the l imitations of each claim incorporated by r eference into the multiple 
dependent claim.? (Decision, 18). Therefore, the Dir ector  concluded that ?I agree w ith Patent Ow ner  
that ?[t]aken together , the law  is clear? multiple dependent claims must be tr eated as multiple claims, 
each compr ising the dependent claim and one of the claims to which i t r efer s, and the val idi ty (and/or  
unpatentabi l i ty) of each of the multiple claims must be considered separately.? (Decision, 11).
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As a r esult of the Dir ector?s Decision, the Final Wr i tten decision was modif ied to r ef lect that only Claim 
2 and the por tions of dependent Claims 3-16 that were dependent on Claim 2 were unpatentable. 
Accordingly, the claims show n in aqua (left below ) were held to be at least par tial ly val id. This is a 
dramatic change from the or iginal f inal w r i tten decision (r ight below ), where the claims show n in 
orange were held to be invalid.

 

Therefore, the Dir ector?s decision al igned w ith the notion that a multiple dependent claim essential ly 
functions as several single dependent claims and should be tr eated as such dur ing patent evaluation. 
This distinction for  clar i ty sets a precedent for  the consideration of patentabi l i ty for  multiple 
dependent claims.

Takeaways

In the r are si tuation where the challenged claims in an IPR contain multiple dependencies, i t is cr i tical 
that the Peti tioner  separately present invalidi ty consideration for  each branch of the multiple 
dependencies. Other w ise, the Patent Ow ner  may be able to preser ve the par tial val idi ty of the Patent 
by show ing how  the multiple dependent claim depends on at least one branch of the multiple 
dependency that has not been invalidated.

1 Other  Peti tioners in the IPR include ACS TRANSPORT SOLUTIONS, INC., XEROX TRANSPORT SOLUTIONS, INC., NEW JERSEY TRANSIT CORP., 
and CONDUENT INC.

2 NEW JERSEY TRANSIT CORP is a cl ient of Volpe Koenig. However , the f i rm was not involved this matter.

3 Pre-AIA 35 USC §112(5th) and 35 USC §112 (e) contain identical language.

4 Multiple dependencies occur  when a dependent claim rel ies on more than one preceding claim. In other  words, the dependent claim 
incorporates l imitations from multiple parent claims. This creates a hierar chical r elationship where a dependent claim can be fur ther  
nar rowed dow n based on several previous claims.

5 The cur rent USPTO multiple dependent claim fee is $860 for  large enti ties.
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